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Preface 

I was once a research scientist working at a prestigious research 
laboratory for over 10 years. I had a few dozen publications and 
numerous granted patents. I had frequently dealt with patent attorneys 
working on patent applications and thought I had pretty good knowledge 
about patents. However, it was after my 10th anniversary at the research 
laboratory that I started struggling with the fact that other than the one or 
two patents being used in the company’s products, all of my other 
patents were just collecting dust.  I began wondering what I would do for 
the next 10 years, were I to continue. 

It was around this time that a patent licensing company approached 
me with an exciting opportunity. If I had not seen the monetization of my 
own patents I would definitely have wanted to see how a successful 
innovation company worked on capitalizing their much bigger assets. 
And most importantly, I wanted to see the insights on the other side of 
the fence, i.e. once patents are created, how and what methodologies 
people are using in monetizing them. 

It turned out that my first step into the patent licensing house gave me 
tremendous experience and exposure to many business and legal 
perspectives of patents that I would not have learned of as an inventor. 
Later, a number of high tech giants formed an IP consortium aiming to 
help its constituents to license patents deemed important to their business, 
in a way to reduce the risk of patent infringement, thus meeting their 
defensive needs. I had the opportunity to head up the Consortium’s first 
year technical operation, from which I saw thousands of patents in the 
marketplace and was able to help acquire a handful of important 
portfolios for the defensive needs of the Consortium’s constituents. 
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Surprisingly, through my exposure to the patent licensing business, I 
have made two observations:  

1. Most of today’s existing patents on the market are not profitable at 
all. The capital generated from patent sales and licensing actually comes 
from a small percentage of all the assets in the marketplace. 

2. A major cause of most of patents not being utilized is that the 
claims are not written to their full potentials.  

I relate this phenomenon greatly to the deficiency in our innovation 
creating and patenting processes. People seem to think that once a patent 
is granted, no matter what claims are finally obtained, a great 
achievement is accomplished. Also, the involvement of most inventors 
ceases at an early stage of the patenting process. Inventors simply hand 
out their patent disclosure and technical reports to the patent attorney and 
walk away from the rest of the process. The inventor’s little involvement 
in the subsequent patent examination has a hugely adverse effect on the 
ultimate quality of obtained patents. 

I realize that there are countless basics of patents that inventors 
should know. However, to many researchers dealing with patents, the 
legal aspects of patents are often a particularly big undertaking. My 
strong connections to scientists and engineers have motivated me to write 
this book. I intend very much to help inventors easily acquire basic 
knowledge about patents and their business and legal perspectives. I also 
aim to include many insightful tips in all aspects of a patent; such 
broader view of patents will no doubt benefit inventors by creating better 
assets.  

This book is intended to suit all types of inventors, ones employed in 
corporations, scientists in academia, even independent inventors. It will 
also be a good resource for corporate patent managers and intellectual 
property business leaders.  

 
Acknowledgment  

 
I am indebted to my wife Katherine and my daughters Liliana and 

Margaret for their love, patience and support throughout the writing of 
this book. They also acted as my reviewers and editors. Margaret also 
helped with the typesetting of manuscripts. Without their support and 



Fundamentals of Patenting and Licensing for Scientists and Engineers xxi 

sacrifice this book could not be made possible. I am also thankful to my 
father Guoyu, a math professor and the author of several books, for his 
continuous encouragement and suggestions. 

I am fortunate to have worked with many outstanding people during 
my early days into the intellectual property licensing particularly patent 
attorney Mitch Rosenfeld, Dr. Michael Baker and Dr. Gustavo Paz-Pajult. 
I am also privileged to have worked with many IP business leaders and 
legal counsels in high tech companies, as well as IP professionals in 
intellectual property consulting and brokerage firms worldwide. They 
have provided me with many fresh perspectives on patents. My gratitude 
also goes to Mr. Ron Laurie, who has graciously agreed to write the 
foreword for this book. As a respected leader in the intellectual property 
field, his insights in the foreword bring priceless knowledge to the 
readers. 

I would also like to thank numerous researchers and also inventors, 
whose great enthusiasm and support have truly motivated me to write 
this book. Particularly, I thank Prof. Prabir Bhattacharya, Mr. James 
Billmaler, Prof. Junichi Kanai, Prof. Ge Wang and Dr. Han Zou for their 
review of my book proposal and their many suggestions. Finally, I thank 
all those people who have shown great interests and support during the 
writing of this book. One of their common questions was: “How’s your 
book coming? I would like to order a copy when it becomes available.” I 
found these types of questions extremely caring and encouraging, 
helping me stay on track, without which the completion of this book 
would have been much delayed. 

 
 

Matthew Ma, Ph.D. 
Princeton Jct., New Jersey 

October 20, 2008 




